THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Bef or e ABRAMS, FRANKFORT, and STAAB, Adm nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allowclains 1 and 4 through 6 as amended subsequent to the
final rejection in a paper filed Decenber 1, 1997 (Paper No.

9). Cdains 1 and 4 through 6 are all of the clains remining

1 Application for patent filed August 16, 1996.

1
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in this application, clainms 2, 3 and 7 through 12 havi ng been

cancel ed.

Appellant’s invention relates to a contai ner device for
di sinfecting and storing contact | enses wherein the cap of the
container includes at | east one aperture to serve as a vent
and a gas-perneabl e, |iquid-inperneable nenbrane fixed to the
internal surface of the cap and positioned so as to cover any
aperture therein. |Independent claiml is representative of
the subject matter on appeal and a copy of that claimmy be

found in Appendi x A of appellant’s brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Duboi s et al. (Dubois) 4,136, 796 Jan. 30,
1979
Su et al. (Su) 4, 889, 693 Dec. 26,
1989
Iba et al. (Iba) 5,143,104 Sep. 1
1992

Clainms 1, 4 and 6 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentable over Iba in view of Dubois. According to

t he exam ner
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“I'ba ‘104 discloses an apparatus for storing
and cl eaning contact |enses conprising a container
(12) including an open end, a |ens hol ding nmeans
(18, 20, 22), a cap (14) for sealably covering the
open end of the container having at | east one vent
hol e (26) and a gas- perneabl e, |iquid-inperneable
nmenbrane (16) having an internal void (36) which
fixed [sic] to the internal surface of the cap and

positioned to cover all apertures. |Iba ‘104 also
di scl oses all the other limtations of the clains
except for the gas-perneable, |iquid-inperneable

nmenbr ane being wel ded to the internal surface of the
cap so that the nenbrane can’t becone di sl odged,
allowing the cap to leak at the vent holes. Dubois
“ 796 discloses a container (10) conprising a body
(12) and a top closure (16) having a vented cl osure
(20) to permt the venting of gasses within the
cont ai ner and avoid pressure buil dup while
preventing any liquid fromdischarging fromthe
container. The closure includes a gas-perneabl e,

| i qui d-i nmper neabl e menbrane (54) attached to the
plug (42) in any nunmber of ways including by hot

wel ding (colum 2, lines 57-68 and colum 3, |ines
1-3, and Figures 1, 4 and 5). It would have been
obvi ous to one having skill in the art in view of

Dubois ‘796 to nodify the apparatus of Iba ‘104 so
the nmenbrane is nore securely attached to the
internal surface of the cap by any conventi ona

nmet hod such as welding to prevent the nenbrane from
falling off the cap and all owi ng undesired | eakage”
(answer, pages 4-5).

Claimb5 stands rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over I ba and Dubois as applied to claim1l above,

and further in view of Su.
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Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ant regardi ng those
rejections, we nake reference to the exam ner's answer (Paper
No. 12, mail ed
March 10, 1998) for the examner's conplete reasoning in
support of the rejections, and to appellant’s brief (Paper No.
11, filed February 5, 1998) and reply brief (Paper No. 13,
filed

April 13, 1998) for appellant’s argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review we have reached the determ nations

whi ch foll ow
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Looking to the examiner's prior art rejection of appeal ed
claims 1, 4 and 6 under 35 U. S.C. § 103, as appellant has on
pages 2 and 3 of the reply brief, we note that the exam ner’s
findings (answer, pages 4-5) with regard to Iba are factually
incorrect, in that Iba does not disclose, teach or suggest a
“gas- perneabl e, |iquid-inperneable nenbrane” |ike that
required in claiml on appeal. Instead, |ba discloses a
resilient gasket (16) that includes “H shaped slits or
perforations (34) therein, which slits define vent openings
when subjected to a | evel of gas pressure sufficient to
defl ect the flaps (35) thereof. Moreover, at colum 4, |ines
41-45, of Iba, it is noted that any liquid that |eaks or is
forced through the flaps during venting, will be contained
within the recess defined by peripheral edge or shoul der (30),
thus clearly denonstrating that the gasket (16) is not

“l'i qui d-i nper neabl e.”

Accordingly, even if it would have been obvious to one of
ordinary skill in the art at the time of appellant’s invention
(based on Dubois) to weld or glue the nenbrane (16) of Iba to

the internal surface of the cap so as to nore securely hold
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the gasket to the cap and thereby prevent the gasket from
falling off the cap and allow ng undesired | eakage, as is
urged by the exam ner in the answer, such a conbination of the
applied references would not result in the device as set forth
i n appel lant’ s i ndependent claim 1l on appeal, since the

conbi nation would still lack a *“gas-perneable, |iquid-

i nper neabl e nenbrane.” For that reason, we will not sustain
the examner’s rejection of clains 1, 4 and 6 on appeal under

35 U.S.C. § 103.

Wth regard to the examner's rejection of claimb5 under
35 U.S.C. 8 103 based on |ba, Dubois and Su, we share
appel l ant’ s view as expressed on pages 4-5 of the reply brief,
that the exam ner’s proposed conbi nati on of these patents
woul d | i kewi se not have suggested appellant’s presently
claimed invention to the ordinarily skilled worker. 1In fact,
it appears that Su (col. 1) teaches away fromutilizing a gas-
per neabl e, 1iquid-inperneable nenbrane in a vented | ens
di si nfecting appliance because of clogging of the nenbrane

pores during repeated uses of such a
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structure. Thus, the examner’s rejection of claimb5 under

35 US.C. § 103 will likew se not be sustai ned.

As is apparent fromthe foregoing, the decision of the
exam ner rejecting clains 1, 4, 5 and 6 of the present

application is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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